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Application No. 08/ 060,922

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow clainms 2-4, 8-10 and 12, as anmended subsequent to the
final rejection. Cains 6 and 13 have been allowed. d ains

1, 5, 7 and 11 have been cancel ed.

We REVERSE and enter new rejections pursuant to 37 CFR

§ 1.196(b).
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BACKGROUND

The appellant's invention relates to a gas sanpling tube
for flue-gas analysis. An understanding of the invention can
be derived froma reading of exenplary claim12, which appears

in the appendix to the appellant's brief.

The prior art reference of record relied upon by the

exam ner in rejecting the appealed clains is:

Hol z| 5, 039, 322 Aug. 13,
1991

In addition, this panel of the Board will rely on
admtted prior art as set forth on page 2, lines 8-17, of the

appel l ant' s specification.

Clainms 2-4, 8-10 and 12 stand rejected under 35 U.S.C. §

103 as bei ng unpatentabl e over Hol zl .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-not ed

rejection, we nmake reference to the exam ner's answer (Paper
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No. 16, nmmiled Cctober 19, 1994) for the exami ner's conplete
reasoning in support of the rejection, and to the appellant's
brief (Paper No. 15, filed Septenber 12, 1994) for the

appel l ant's argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art reference, and to the
respective positions articul ated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 2-4, 8-10 and
12 under 35 U. S. C

8§ 103. CQur reasoning for this determ nation foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28
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UsPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references

before himto make the proposed conbi nati on or other

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ
560, 562 (CCPA 1972). Furthernore, the conclusion that the

cl ai med subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ@d 1596, 1598 (Fed. Cr. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted without hindsight reconstruction of the invention
fromthe prior art. The exam ner nmay not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply

deficiencies in the factual basis for the rejection. See In



Appeal No. 96-1802 Page 6
Application No. 08/060, 922

re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we turn to the rejection of the

only i ndependent claimon appeal (i.e., claim12).

The exam ner determ ned (answer, pp. 4-5) that
[i]t woul d have been obvi ous to one having ordinary skil

in the art at the tine the invention was nmade to nodified
[sic] the location of the filter elenent as clained.

The appel |l ant argues (brief, pp. 8-12) that the subject
matter of claim 12 woul d not have been suggested by the
teachings of Holzl. W agree. |In that regard, we see no
evi dence, as shown by sone objective teaching in the prior art
or by know edge generally available to one of ordinary skill
in the art, that would have suggested to one of ordinary skill
in the art at the tine the invention was nmade to provide a
singl e heater extending substantially the length of the filter
el enent and the neasured gas line (i.e., a |line downstream of
the filter elenent). Instead, it appears to us that the

exam ner relied on inpermssible hindsight in reaching the
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determination that the clained subject matter of claim 12

woul d have been obvious to one of ordinary skill in the art.

Since all the limtations are not taught or suggested by
the applied prior art, we will not sustain the 35 U S.C. § 103
rejection of independent claim 12, and of dependent clains 2-4

and 8-10.

New grounds of rejection
Under the provisions of 37 CFR 8§ 1.196(b), we enter the

foll ow ng new grounds of rejection.

Clains 9 and 10 are rejected under 35 U S. C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appellants regard as the invention. Caim9is
indefinite since there is no proper antecedent basis for "said
insulating layer.”™ An insulating layer is recited in claim38
but claim9 is dependent directly fromindependent claim 12.
Thus, the netes and bounds of claim9 and claim10 dependent

t hereon are uncl ear.
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Clainms 2-4 and 12 are rejected under 35 U.S.C. § 103 as
bei ng unpatentable over the admtted prior art in view of

Hol zI . 2

The adm tted prior art (as set forth on page 2, lines 8-

17, of the appellant's specification) conprises a gas sanpling
tube for flue-gas analysis having a gas inlet constructed and
adapted to receive a flue-gas sanple; an elongate filter

el ement downstream of the gas inlet and in fluid communication
wth the gas inlet for normally receiving gas fromthe gas
inlet; a neasured gas |ine downstreamof the filter el enent

and in fluid communication with the filter el enment for

2 Caim8 has not been included in this rejection since
the applied prior art does not suggest the single heater being
of tubular configuration. The exam ner should ensure that
this clainmed feature is illustrated in the drawi ngs as
required by 37 CFR 8 1.83 since the current figure illustrates
a single heater being of a coiled configuration. ddainms 9 and
10 have not been included in this rejection since nornally,
when substantial confusion exists as to the interpretation of
a claimand no reasonably definite meaning can be ascribed to
the ternms in a claim a determnation as to patentability
under 35 U.S.C. 8 103 is not nmade. See In re Steele, 305 F.2d
859, 134 USPQ 292 (CCPA 1962) and In re WIson, 424 F.2d 1382,
165 USPQ 494 ( CCPA 1970).
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normally receiving gas fromthe filter elenment; a gas outlet
downstream of the nmeasured gas line; a heating coil around the
filter elenent for heating the filter elenent; and a heater
about the neasured gas line for heating the neasured gas I|ine.
The heating coil around the filter elenent and the heater

about the neasured gas line are provided as separate units,

each with its own heating system

Hol zI di scl oses an apparatus for extracting hot gas
sanples froma reaction vessel. As shown in Figures 1-2, the
apparatus includes a gas inlet (Holzl's extraction probe 1
having i nner tube 4); an elongate filter el enent downstream of
the gas inlet and in fluid communication with the gas inlet
for normally receiving gas fromthe gas inlet (Holzl's filter
2 having a filter plug 6 and a filter cup/housing 3); a
neasured gas |ine dowstreamof the filter elenent and in
fluid conmunication with the filter elenent for normally
receiving gas fromthe filter elenment (HOlzl's gas delivery
line 18); and a gas outlet downstream of the nmeasured gas line

(the outlet of Holzl's gas delivery line 18). Holzl teaches
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(colum 4, lines 48-50) that the probe 1 (i.e., the gas inlet)
and the filter 2 may be heated by separate heating coils or by

a common heating coil

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of the admtted prior
art and clains 2-4 and 12, it is our opinion that the only
difference is the limtation that a single heater extends
substantially the length of the filter el enent and the

neasured gas |ine.

In applying the above-noted test for obviousness, we
reach the conclusion that it would have been obvious to one of
ordinary skill in the art at the tinme the invention was nade
to have nodified the two separate heating systens of the
admtted prior art to be a single heating systemespecially in

view of Holzl's teaching that it was known in the art to use
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ei ther separate heating coils or a cormon heating coil to heat
the filter and the gas inlet. |In our opinion, one skilled in
the art woul d have recogni zed the self evident advantages of
utilizing a single heating systemin place of two heating

system (e.g., |ess expensive, a sinpler design, etc.).

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clainms 2-4, 8-10 and 12 under 35 U.S.C. 8 103 is reversed; a
new rejection of clainms 9 and 10 under 35 U. S.C. 8 112, second
par agr aph, has been added pursuant to provisions of 37 CFR
8§ 1.196(b); and a new rejection of clainms 2-4 and 12 under
35 U.S.C. 8 103 has been added pursuant to provisions of 37
CFR

§ 1.196(b).

Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203

Off. Gaz. Pat. Office 63, 122 (Cct. 21, 1997)). 37 CFR §
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1.196(b) provides that, "A new ground of rejection shall not

be consi dered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. .

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge

)

BOARD OF PATENT

LAVWRENCE STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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